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MONTH(S) FROM THE MAILING DATE 


Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timety filed after SIX (6) MONTHS 
from the mailing date of this comnrKJnication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely, may reduce any earned patent 
term adjustment See 37 CFR 1 .704(b). 

Status 

l&Ftesponsive to communication® filed on 
^-This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 
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1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 16, 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Roehrig et al 5,382,444) in view of Phebus et al. 

Roehrig et al discloses comminuting meat trimmings, heating the comminuted 
meat trimmings in a heat exchanger at a temperature within applicant's claimed range 
to form heated slurry which is then centrifuged into a lean meat phase and a high fat 
liquid phase. It would have been obvious to surface treat the meat trimmings with a 
fluid at 80° C to reduce pathogens on the surface thereof since it is conventional to 
surface treat meat with steam or hot water at 80° C for pasteurization purposes before 
further processing, as evidenced by Phebus et al. 

3. Claims 16, 17, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lyon in view of either Roehrig et al (5,382,444) or Singh et al and 
Phebus et al. 

Lyon discloses heating meat trimmings 150° F and then centrifuging to separate 
into a solid phase and a liquid phase. The solid phase is recovered as a wet cake, and 
the liquid phase is heated to 180° F and then centrifuged into oil, water and sludge 
portions. It would have been obvious to use a heat exchanger to heat the meat 
trimmings in the process of Lyon since it is old to heat meat portions in a heat 
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exchanger and then centrifuge into meat and fat phases, as evidence by Roehrig et at 
or Singh et al. Phebus et al is applied in the same manner as in paragraph No. 9 
above. 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); in re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

5. Claims 16-20 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-26 of U.S. Patent No. 
5,725,897 in view of Phebus. Phebus et al is applied as in paragraph No. 2 above. 

6. Claims 16-20 are also rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-13 of U.S. 
Patent No. 5,965,184 in view of Phebus et at. Phebus et al is applied as in paragraph 
No. 2 above. 

7. Claims 16-20 are further rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable overclaims 1-3, 11 and 13 of 
U.S. Patent No. 6,159,515. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because it would have been obvious that the 
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liquids stream, which is separated in the decanter, contains water-soluble proteins and 
water since these components are naturally present in animal trimmings. The sizes of 
the meat trimmings are an obvious matter of choice. 

8. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states, "whoever invents or discovers 
any new and useful process ... may obtain a patent therefor..." (Emphasis added). 
Thus, the term "same invention," in this context, means an invention drawn to identical 
subject matter. See Millerv. Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 
F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 
(CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

9. Claims 18-20 are rejected under 35 U.S.C. 101 as claiming the same invention 
as that of claims 15, 16 and 18 of prior U.S. Patent No. 6,159,515. This is a double 
patenting rejection. 

10. This is a continuation of applicant's earlier Application No. 09/183,184 (now U.S. 
Patent 6,159,515). All claims are drawn to the same invention claimed in the earlier 
application and could have been finally rejected on the grounds and art of record in the 
next Office action if they had been entered in the earlier application. Accordingly, THIS 
ACTION IS MADE FINAL even though it is a first action in this case. See MPEP 

§ 706.07(b). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication from the examiner should be directed 
to Arthur Corbin whose telephone number is (703) 308-3850. The examiner can 
generally be reached on Tuesday-Friday from 10 a.m. to 7:30 p.m. and on alternate 
Mondays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on (703) 308-3959. The fax phone numbers 
for the organization where this application is assigned are (703) 872-9310 for regular 
communications and (703) 305-71 1 5 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the receptionist whose telephone number is (703) 308-0661. 


A. Corbin/dh 
April 7, 2003 


ARTHUR L. CORBIN 
PRIMARY EXAMINER 


